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Office Action Summary 



Application No. 

09/724,613 



Applicant(s) 

' GREENFIELD, I. LAWRENCE 



Examiner 

Jezia Riley 



Art Unit 

1637 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on 30 August 2002 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-87 is/are pending in the application. 

4a) Of the above claim(s) 26-87 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) ED Notice of Informal Patent Application (PTO-152) 

3) CD Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 



Response to Remarks 



1 . Applicants' arguments and amendments, filed on 8/30/02, have been approved 
and entered. They have been fully considered and they are deemed to be persuasive. 
Rejections and/or objections not reiterated from previous office actions are hereby 
withdrawn. The following rejections and/or objections are either newly applied or 
reiterated. They constitute the complete set presently being applied to the instant 
application. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



3. Claims 1-3, 7-11,15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Macfarlane (5,010,183). 

Macfarlane discloses method for purifying DNA and RNA from a variety of 
sources, including cells, cell lysates, viruses, tissues, blood and other body fluids 
employing a cationic detergent to complex with the nucleic acids. 



States. 
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Preferred cationic detergents for use in the method are quatema|y ^ 
detergents. The nuCeic acid ,e,d may be *rther increased by , he ^ t0 fte 
mixture of hydrolytic enzymes, such as proteinase K. 

■» one aspect the method for purifying DNA or RNA from a mixture of oioiogicai 

Proteins and iipids in *e mixture, and form insoiubie hydrophobic compiex between the 
detergent is separated from the soiubiifced contaminants, and may be dissoived or 
addKion of a sa,t, which promotes the dissocial of the compie, « ougn many 

Association steps ,a k es approximately 5-1 20 minutes, with gentJe «„g or agfction. 

Claim Rejections - 35 USC § 103 



4. 



The rciWrrg is a quotation o,35 U.S.C. 103(a) which forms the basis for ai, 
obviousness rejections set forth in this Office action; 

he prior art are such that the subject m C,! , , the Subject matter s °m to be oatented iL 

pT^r made to a ^^^^^^ to ave h b r obvious at the ^ 

***** sha„ not be negatived byL nSerin' S^^^™»-P«** 
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5. Claims 1-25 are rejected under 3*5 1 J 9 r irv^\ „ u ■ 

i =u unuer « u.b.c. 103(a) as being unpatentable over 

Macferiane (5,010,183) in view of Macfarlane (5,728,822). 

Macfariane (183) discloses method tor purging DNA and RNA from a variety of 

employing a cationic detergent to complex with the nucleic acids. 

Preferred cationic detergent, for use in the method are quaternary amine 
detergents. The nudeic acid yield may be «er increased by the addition to the 
mixture of hydrolytic enzymes, such as proteinase K. 
one aspect the method for purifying DNA or RNA from a mixture of biological 

proteins and lipids in the mixture, and form insoluble hydrophobic compiex between the 
nucleic acid and the decent. The complex which comprises the RNA or DNA w«h the 
Bergen, is separated from the solubilfced contaminants, and may be delved or 
aspersed in a polar organic soivent. Thereafter the DNA or RNA is recovered by the 
addition of a sal, which promotes the dissociation of the complex. Many sat, are 
capable of use in «, dissociation step which is viewed to be inclusive of Caa 2 

use ,n this step of the method inciude ethanol, methanol and formamide and mixtures 

hereof. The dissociate steps taKes approximately 5-120 minutes, with gentle stirring 
or agitation. 



• m 
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*J!Tr (822) discte ,or isown9 rna ,rom a -* 

»mpnsing a selected cuatema* amine. The selected au a , 

lhauol. the reaction - ^ "** " 

reacoh ot a ouaterna^ amine hydroxide and an acid o, the aro UD 

1 ^ «" — ' - ' *r an al^lammon.m " 

T" 2y,dim ^~' - - -* oo^ine 12 . 14 16 J 

surfartant f^r „ i ye&enny preferred 

«. use is a^lammoni™ oxalate , „ ^ ^ 

e e 1 I T nte " "* 3 " ~* - — - -ne 

r ~* — - ~ for accompli , te 

addtona, purification steps id "9 «» 

method, other conventional components of K te for such isolation 
^ ~ * * * - — B descrihes RNA isolat, ^ 

P^ed using o, 0, or 5 mM aurin tncaroox* add in o, , 

bestviPiH * , ° Xyl,C ac,d ,n P^e of dithiothreitol. The 

;:: e ,o ~ — ■ - « > known to , hibit 
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of ordinary * in art t0 use (he surfaaan(s ^ ^ ^ ^ ^ 
The surface does no, crystal under ^ ^ ^ ^ 

- bfco. used in the method , and no , ^ h ^ AddBjona| ^ ^ ^ ^ 

~n, .a, is, grea ,er than ate 30% , of RNA endogenous|y presen( ^ 
*- or added t0 ,„ e surfac(ant , mu|taneous(y ^ b|Md ^ ^ ^ ^ 

.™c„p, a se, DNA polymerase, or other ^ ^ h ^ ^ ^ ^ 

6- Any inquiry concerning ,„ is communion or earfier communicate from , he 

The exam,ner can normally be reached on 9:30AM - 5:00PM. 

» ,o reach the examiner b y telephone are unsuccessful, „. examine , s 

~,Ca, Ben,on can be reached on 703,08.,,, The ,ax phone numbers 
'or ,he organize where .his a P p,ica,ion or proceeding is assfcned are 703-305,0,4 
'or reguiar communicate and 703,08-4242 former Final communicate 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 



October 18, 2002 V^EZIa'rILEY 

IMARY EXAMINER 





